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APPEAL BRIEF TO THE 
BOARD OF PATENT APPEALS AND INTERFERENCES 

This Appeal Brief requests review of the rejections in the Final Office Action mailed on 

September 20. 2007, in the above-referenced patent application, it is Hied in response to 

Notification mailed on March 6, 2008. The Notification set a period of one month for response. '! he 

Appeal Brief is being filed within the set period and therefore is timely. If the undersigned attorney 

is mistaken regarding timeliness of the Appeal Brief, Applicant conditionally petitions for an 

appropriate extension of time, and authorisation is hereby granted to charge the time extension fee 

required for filing the Appeal Brief to Deposit Account Number 50-31%. Authorization is also 

granted io charge to the same Deposit Account all other tees necessary to file this Appeal Brief. 



I 

REAL PARTY IN INTEREST 

In this Appeal, the real party in interest is Dr. Catherine Lin-Hendel, an individual. 
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II 

RELATED APPEALS AND INTERFERENCES 

Applieam-Appdiant and the undersigned attorney do not know of any other appeal 
interference, or judicial proceeding that is related to. directly affects, is directly affected by, or has a 
hearing on the decision of she Board of Patent Appeals and Interferences in this Appeal. 



Ill 

STATUS OF CLAIMS 

The status of claims in the instant application Is as follows: 

Claims 1-17 have been canceled. 

Claims 1 8-38 are pending in the application. 

Claims 1 8-3 8 have been rejected. 

Applicant appeals from the rejection of claims 18-38. 



IV 

STATUS OF AMENDMENTS 

No amendments have been filed after the rejection of claims in the Final Office Action 
mailed on September 20, 2007. 
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A. Independent Claims 

Claim 18 

Claim !8 is directed to a method tor conducting on-line commerce. E.g., specification at 1, 
lines 5-7; id. page 2, lines 6-16. 

The method includes providing a software-based interface. E.g.. specification at page 3, 
lines 10-20; id page 7, line 15, through page 8, line 2. The software interlace is configured io 
enable a user to selectively designate a plurality of different items io be purchased in a single search, 
wherein the software-based interface enables the user io selectively designate the plurality of 
different items without searching lor each different item of the plurality of different items one item 
at a time. E.g. , specification at page 3, lines 2-9; id. page 3, line 2 1 , through page 4, line 12; figure 
L step 1, 

The method also includes receiving !rom the user selective designations of the piuraihy of 
different items designated by the user through the interface. E.g., specification at page 2, lines 6-16; 
id. page 5, hue 20, through page 6, fine 2; Figure 1, step 20. 

The method further includes searching, during the single search, for all of said plurality of 
different items on a plurality of data sources. E.g., specification at page 2, lines 6-16; id. page 3, 
lines 2-9; Figure L step 12, 

The method further includes displaying information found during the single search regarding 

said plurality of different items. E.g., specification at page 2, lines 6-i6; id. page 3, lines 10-20; id. 

page 5, lines 1-12; id. page 6, line IS, through page 7. line °. 
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I be method kuthe? includes pmchasing on-Sine all 01 some of ~>usd piuraht\ oi ddiereut 
items / % .specification at >aj»c 2 line-- o~H>. /«/ page? Isikn 2-2U. /(/ page 5 hues {-12 Tigute 1 
steps 15 and 16. 

Claim 34 

Claim 34 is directed to a method for conducting on-line commerce. E.g., specification at i , 
lines 5-7; id page 2, lines 6-16. 

The method includes enabling a shopper to selectively designate a shopping list comprised of 
a plurality of different items, to be found in a single search, wherein the step of enabling is 
performed so as to enable the shopper to avoid searching for each different item of the plurality of 
different items one item at a time. E.g. , specification at page 3, lines 2-9; id page 3. line 2 1 , through 
page 4. line 12; Figure 1, step 1. 

The method also includes searching, during the single search, for each one of the plurality of 
different items in said shopping list on a plurality of data sources. E.g.. specification at page 2, lines 
6-16: id. page 3, lines 2-9: Figure I , step 12. 

The method further includes displaying information regarding said plurality of different 
items found during the single search. E.g.. specification at page 2, lines 6-16; /V/. page 3, lines 10-20; 
ni. page 5, lines 3-12; id. page 6. line 18, through page 7, line 9. 

The method further includes simultaneously purchasing: tin-line all or some of said plurality 
of different items in said shopping list. E.g... specification at page 2. lines 6-1 6; id. page 3. lines 2-20: 
id. page 5. lines 1-12; Figure L steps 15 and 16. 
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V! 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claim 2 3 stands rejected under .35 U.S.C. §112, first paragraph, as failing to comply with the 
enablement requ srement. 

Claims 1 8-38 stand rejected under 35 U.S.C. § 1 03(a) as being unpatentable over Gavarini, 
U.S. Patent Number 7,080.070 ("Gavarini" in this Appeal Brief} in view of Wells. U.S. Patent 
Number 6,71 1,586 ("Wells"). 
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VII 

ARGUMENT 
A. Art Rejection of independent Claim 18 

To facilitate discussion, claim IH is set forth below; 

! 8. A method for conducting on-line commerce, comprising the steps of: 

providing a software-based interface configured 10 enable a user to 
selectively designate a plurality of different items to be purchased in a single search, 
wherein the soft ware-based interface enables the user to selectively designate the 
plurality of different items without searching for each different item of the plurality 
of different items one item at a time; 

receiving from the user selective designations of the plurality of different 
items designated by the user through the truer face; 

searching., daring the single search, for all of said plurality of different items 
on a plurality of data sources; 

displaying information found during the single search regarding said plurality 
of different items; and 

purchasing on-line all or some of said plurality of different items. 

In rejecting claim 18 as unpatentable over tiavarim and Wells, the Final Office Action 

acknowledged (page .>} that Gavarins does not explicitly disclose searching, during the single 

search, for all of said plurality of different items <v:> a plurality <>f data sources. The Final Office 

Action then asserted that Wells discloses this step in column 2, lines 6-46. Mere is the cited text; 

The present invention relates to a method for searching and providing 
information to a user. The method includes the steps of transmitting a primary 
selection to the user, receiving a level of interest in the primary selection from the 
user and obtaining a set of associated selections having a level of similarity to the 
primary selection determined on the basis of the level of interest, and transmitting at 
least a subset of the associated selections to the user. 

Preferably, the obtaining step comprises searching a database to obtain the set 
of associated information selections. The level of similarity is preferably determined 
to have one of at least three different levels and a different set of associated 
selections is obtained depending on which level is determined. 
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i\ pjcaiK . She primary selection and ai k\w some members lot example 
each member, of the set o! associated selections arc eharacteii/ed b\ a pluralux ol 
attributes and the levd uf sumlaniv is determined from the absolute oj idatnc 
number of attributes common to a membei of the set of associated select ions and the 
pnmat\ selection '.lie atttihntcs pre I crab 1} comprise at lea-.! one ol text related to 
the associated selections o; primal v selection and a graphic iclated to the associated 
selections ot pumarv selection. For example, the attributes max comprise ai least 
one of a word, a phiase, and a ke\ word 

In a pretcued embodiment, the pnmarv selection i dales to a pnmai} item 
and each member of the set of associated selections relates to a diffeieni associated 
item 1 ur cvampic the prima n Hem and the associated Hems prelerabh relate to at 
least one of a document comprising miotnution an object foi sale, an object foi rent, 
and a sei v ice 1 he document picierab!} compi ises at least one of I J I M ! f In periext 
markup language, PIN Ml (dynamic hypertext markup language), s-text. or v 
H 1 VII {extensible mails up language) The object lor sale preferabK compiles at 
least one ol computei soflwai e, a compact dis<. , a \ ideo, a book an article of food, an 
automobile, a source of audio psovided ovei the internet a source of video piovided 
over the Internet, and an article of clothing 1 he object foi icntpieferabK eomptises 
at least one of a compact disc, a \ ideo a book. or an automobile, 

Wdls, col 2, hues 6-46 In these cited paragraphs. Weils docs not disclose or suggest the 

limitations m question I he undersigned attomev has examined the remainder of W elis hut has not 

been able to ilm! a disclosure or a suggestion oi disdose ^eo>\-hini:, th'tw^ (he smgh' a-iin /<, i> n-a\l 

of sioJ plafwin ofihffcn-f)! uvtm on aplurjlm <i/Jofo whkts 

I trst the items recited in the independent dasra i K have been select^ 

user Claim 18, lines 2-3 Preeenmg from tiie user sekettve designations of tiie plurality, of 

df ITei cut items designated by the u^er through the mtef face"), /</ lines "'-S ^'tecciv ing fiom the usei 

selective designations of the piuraluv of ddferent ileitis designated bv the user through the 

inter face"* In contrast, \\ dis\ "selections'" aie not selected h\ ihe user In the cued te.xt, W ells 

teaches that the pnmar> selection is transmitted to the uses not seeeived from the user \\ eils, col 

2, hues L> i he pnmai} selcclion ai >o icfers to a single item not to a pknality of different Hems 
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U Wells's uw then nuhcates a !c\ el of interest m the pumaty selection Siv id \ set o{ associated 
selections in V\ eih ts determined and a subses ot'the associated selections is transmitted to the uset 
U \ he associated selections aic not made h> the user . and therefore the\ are not teceiv cd from the 
user . 

The rest of the Wells document is to the same effect. In an example provided by Weils, 

"First Web page 100 is configured to provide the user with information that relates to an item, such 

as an object, document, or service, that may be of interest to the user." Weils, col. 5, lines 54-57. 

The user is thus provided with information that relates to a single item, instead of the user providing 

selections of multiple items. Later, Wells teaches that 

the primary information selection and the association information selections may be 
selected randomly from the database. Alternatively:, the selections 2 10, 215<* : /'may 
he obtained from a subset of the database relating to a particular subject or topic. 
Preierably. however, the first associated selections are selected to have a range of 
different association levels with respect to the first primary selection such that the 
user is presented with selections relating to different types of information. 

Wells, col. 1 1. lines 50-59. Note that Wells expressly defines selections thus: 

The term selections is used to indicate that the information is represented on Web 
page 10(5 by a selectable button as described above. Additionally, unless it is 
specified otherwise, the term selections is meant to comprise both the primary 
selection and associated selections of a Web page of the present invention. 

Wells, col. 6, lines 3-8. Wells's selections are not selections of the user, but rather selections from 

which the user is allowed or enabled to select. 

Wells does not disclose or suggest receiving from the user selective designations of the 

plurality of different items designated by the user. More specifically. Wells does not disclose or 



Claim line numbers refer to the claim as shown at the beginning of this subsection. 
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suggest a plurality of different items designated by the user. ft. necessarily follows that Weils does 
not disclose searching, during the single search., for a 3! of said plurality of different items. 

Second, Wells does not disclose searching on a plurality of data murees. The final Office 
action asserted (page 3) "that multiple web pages can he construed as multiple data sources.' 1 There 
is no basis for such construction. A web page is generally understood as a document on the World 
Wide Web consisting of an HTM L file, with associated files for graphics and scripts, in a particular 
directory on a particular machine; usually a web page contains links to other web pages. See. e.g., 
Microsoft ■ Computer Dictionary 564 (Microsoft Press. 5 m ed.. 2002). The actual source of the 
information on Wells's web pages is a database, as Wells states in column 1 1. . lines 50-59. quoted in 
the immediately preceding page. Wells does not describe or suggest mot e than one database used as 
a source. 

Third, Wells does not disclose a single search for all the selected items . Wells describes, 

inter alia, a plurality of iterative searches based cm a user's expressed level of interest in an item. 

See. e.g., Wells., the Abstract. If a search produces a selection of particular interest to the user 

(called a terminal selection), the user can rem or buy the selection, but apparently only one selection 

at a time can be a terminal selection. Here is how the process is described: 

In certain cases, one of the initially provided selections may be of particular 
interest to the user. Such a selection, i.e., one thai satisfies a query of the user, is 
defined as a terminal selection. In general, the Web page is configured to provide the 
user with further options once a terminal selection has been found. For example, the 
Web page includes a selectable rental button 120 and a selectable purchase button 
125 configured to allow the user to request information regarding, ibr example, the 
sale or rental of an item relating, to a terminal selection. As before, when a user 
clicks on rental button 1 20 or purchase button 1 25. a request is received by the server 
to transmit information to client computer H related to this request. Thus, the 
present invention provides a method for the user to purchase or rent any of the 
selections such as, for example, the movie HAI.LOWHHN Uite. 
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Wells, coi. (\ lines 25-40. in this quoted paragraph Weils speaks of one (if the initially provided 
selections, which the user can purchase by clicking on the purchase button 125. 

Fourth, ii appears acknowledged that in rejecting claim 18, the providing interface limitation 
was not considered, instead, the Final Office Action (page 4} regarded the interlace an optional or 
conditional element that '"can always be omitted." The reason given was that "(ajs a matter of 
linguistic precision, optional elements (such as 'configured to enable') do not narrow the claim ..." 
There is neither linguistic nor legal justification for such failure to consider claim limitations. In its 
ordinary modern meaning, the verb configure means "Put together in a certain configuration; shape, 
lash ion." Oxford Univkkssi y Frk.ss, The New Shopi FiR Oxford Esr,im Du wonarx {CD-ROM 
ed. 19%). in computer art context, it means 'Interconnect or interrelate (a computer system or 
elements of it) so as to fit it lor a designated task.' 7 hi. The word configured con^cqucnUy means put 
together in a certain configuration, interconnected or interrelated to fit it for a particular task. 

The 1'ntal Office Action cited MPEP § 2 1 06t 1 1 ){C) to support the assertion that, the interface 
configured to enable is optional and not a limitation. We understand this as a reference to the 
"adapted to" and "adapted for" language, which, according to the MPHP. "may raise a question as to 
the limiting effect of the language in a claim." MPEP § 2 !06{IIXC>. Unfortunately, the final Office 
Action is devoid of any tactual analysis of the specific recitations in the claims in issue here in view 
of the specification. And without such analysis, a prima facie case of unpatentability cannot be 
made. Instead of providing a factual analysis, the Final Office Action apparently applied a rigid rule 
that presence of certain language in a claim automatically renders the recitations related to the 
language non-limiting. This rigid rule is in stark contrast to the actual permissive verbiage used in 
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MPEP § 2 106< H)(C). to the effect that adapted may raise a question as to the limiting effect. Why 
was the "'question as to the limiting effecf raised here in the first place'* And why was it answered 
to deny the limiting effect'' The Final Office Action does not provide any answers to these queries. 

The honorable Board of Appeals can take administrative notice of thousands upon thousands 
of issued and litigated patent claims that use "configured."' and similar phrases with limiting effect. 

Turning finally to the motivation for combining Oavarini and Weils, the Final Office Action 
conclusively asserted (page 3} that the motivation to combine would be "in order to create a more 
efficient searching system by combining searches." This statement is so broad that it is meaningless 
in context. Moreover., it appears thai this statement was derived from Applicant's disclosure See. 
for example, specification, page 1, line 14, through page 2. line 3. Motivation for combining, 
however, may not be taken from Applicant's disclosure. MP BP $ 21*13 (citing hi re Vaeck, 947 F.2d 
4**,20U.S.I > .Q.2d 1438 {Fed. Cif. 1091)}. 

The Patent and Trademark Office has the burden of making a prima facie case of 
obviousness under .35 U.S.C. f? 103. E.g.. In re Mayne. 104 F.3d 1339, 1342,41 U.S.P.Q.2d 1451, 
1 454 { Fed, Cir. 1 997); M PHP § 2 1 42. One of the requirements for establishing a prima facie case of 
obviousness is a showing that the combination of prior art references teaches or suggests all the 
claim limitations. MPEP § 2143. In this case, the references do not disclose or suggest a single 
search for a plurality of different items selected by a user on a plurality of data sources. Another 
requirement is some articulated analysis explaining why a combination of references would have 

been made. See KSR hu'l Co. v. Tele/lex Inc., 550 U.S. , 127 S.O. 1727, 167 L. fcd 2d 70.1. 82 

U.S.P.Q.2D { BNA) 1 385 (2007 ) (slip opinion at 14). Mere, the Final Office Action tails to provide 
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such analysis. At least for these reasons. Applicant respectfully submits that Gavarioi and Wells do 
not render claim 1 8 unpatentable. 

B. Art Rejection of Independent Claim 34 

This claim recites limitations similar, analogous, or identical to those of claim 1 8, and stands 
rejected as being unpatentable over Gavarini in view of Wells, the same ground as was applied to 
claim 18. Applicant incorporate? here ail arguments set forth in relation to claim 18 under the 
immediately preceding subheading 

Additionally, claim .54 recites shmHtan^ on-line a! I or some of said plurality 

of different items. Simultaneous on-line purchase of at least some items requires simultaneous 
purchase of at least two different items. This is so because (2) some Hems is phrased in the plural 
form, and (2) simultcmcnmiv would be meaningless in case of a single item, particularly in view of 
the specification. The references do not disclose or suggest simultaneous purchasing of items. 

Applicant respectfully submits that claim 34 is patentable over the references ai least lor 
these reasons, 

C. Art Rejection of Dependent Claim 21 

Claim 21 depends from claim 18 and recites the following additional limitations: 

the software-based interlace is further configured to enable the user to 
selectively specify at least one of the plurality of data sources to be searched., said at 
least one of the plurality of data sources is searchable through a first website, another 
data source of the plurality of data sources is searchable through a second, website, 
and the first website is different from the second website. 

In rejecting this claim under section 103, the Final Office Action cited Gavarim's Abstract as 
- 15- 
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disclosing the additional limitations. Mere is the text of that Abstract. 

An electronic commerce system provides various features for assisting 
customers in locating items and generating orders from a merchant's: electronic 
catalog, and for assisting customers and merchants in communicating about such 
orders. A user-definable categories feature allows customers and/or merchants to 
define search queries for searching the electronic catalog, and to store these search 
queries under user-defined category names for subsequent use. 

Gavarini. Abstract. This text refers to a single source -■ the merchant's electronic catalog: it docs not 

contain any mention of selectively specifying at least one of a plurality of data sources to be 

searched, 

1 he telerenec° do rot disclose an mtesfaee configured to eiub e the user to speed} at least 
one *>i the data souues tin die single seaith ioi multiple items Morons er. as diseased in more 
detail above in relation to chum 18. the 1 mal Oiike \ctvn apparemls acknowledged dim the 
limitations of inter lace urn fguied in a certain way weredisregaided \pphe«mt icspectliilK submits 
that at least loi iluse reasons a pnwu fm u j ease o! ob\ lousnest has not bven made and that claim 2 1 
is ^Lpdiateh patentable o\cr the iefeienees 

!>. \ri Rejection of Dependent ( iahn 2H 

I hk-> claim depends lrom claim 18 and \peufies thai the step of searching includes the 

following limitations: 

seaidung ecrtam data mhuccs ol the plurahK of data sources in a prioritized 
order specified by the user. 

in rejecting dams 28, the 1 mai Office At t ion cued Ga\ann„ column 2, lines 45-50 as 
disclosing the additional step limitations 1 fere is die cited text 

SpeafiutiK, regardless of the biowsmg mode (alphabetic browsing. 
- 16- 
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category-based browsing, search., etc.), whenever the user views an item or a list of 
items, each such item is displayed in conjunction with a "quantity'' field which 
indicates the number of that item currently selected lor purchase. 

Gavarini, eol. 2, lines 45-50. This text does not contain any mention of searching certain data 

sources of the plurality of data sources in a prioritized order speci fied by the user. 

Applicant respectfully submits that a prima facie case of obviousness has not been made also 

for this reason, and that claim 28 is separately patentable over the references. 



hi. Art Rejection of Dependent Claim 33 

I Ins claim depends tiom chum 18 and specifies that the step of purchasing includes the 

following limitations 

placing a single otdet for all of the plurality of different items to be 
purchased at eotiespondmg data ^oniees. selected arid approved by the user. 

In rejecting claim > \ the 1 mal Office Action cited Gavarini. Figure 25 A as disclosing the 

additional step limitations Ga\anm\ 1 jG 25A illustrates a 'screen capture' depiction of an 

electronic commerce \\stem uliij/ing a messaging system between a merchant and a customer, 

wheiem the message is linked to an otder page/' Gavarini, col. 1, lines 56-5°. The Figure 

shows a screen displas produced b> the merchant application 53. allowing the 
met chain 74 to view the customers 72 order. On this screen, the merchant 74 can 
update the statu* of the oulei (foi instance, Irom "accepted" to "shipped'"), by 
changing the \alue in the pull-down menu 21 1 and then selecting the "Update, then 
view ne\f button 21.' in addition, the merchant 74 can view that latest message 
215 bom the lusionic-t "2, send a message to the customer, using the message input 
area 21™ 1 malls the muehant "4 can view a history or log of all messages relating 
to the torrent order. h\ pressing the "History" button 2 1 '->. 

Ga\ an us , eol 12,1 tnes 1 o-27 For coin emeuce, the Figure appears on the page following the end of 



this subheading, it does not disclose or suggest placing a single order for all of the plurality of 
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dflScient stems \ppaient!v the hyuic shows onh a single product code {,V "II U ( I \A'V- 
1 2 "50 N\'i, <) stngk pmduci name ( \ehaid OLufss St i lelenah t md«i stiude price pei item <S60 00} 
i'heie is no mention of mote thdti one item, or of piaeim' a sm^le otdei fot a p\u\Ail\ of ddierent 
items applicant ropeetiulK submits tlwt at least fot these teasons a prwia f icu ca^e oi 
obviousness ha» inn been made, and that claim 2is is separateh patentable over the references 
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F. Art Rejection of Dependent Claim 36 

Claim 36 depends from independent claim 34 and specifies that the purchasing step incl udes 

the following limitations: 

placing a single order for ail items on the shopping list, at a corresponding 
data source, selected and approved by the user. 

Applicant respectfully submits that claim 36 is separately patentable at least, for the same 
reason as is discussed in relation to dependent claim 33 under the immediately preceding 
subheading. 

<;. Art Rejection of Dependent Claim 38 

This claim depends from claim IS and recites the following additional limitations: 

wherein the soilware-based interface is further configured to: 

present to the user a list of item? required for a project specified by the user; 

and 

allow the user to edit the list of items, thereby obtaining a list of the plurality 
of different items. 

The final Office Action asserted that "[cjlaim 38 is in parallel with claim 27 and is rejected 
for at least the same reasons. ,! Regarding claim 27. the final Office Action cited Gavarini's figure 
14 as disclosing all additional limitations. 

Gavarini 's 'TIGS. 14-18 show '-screen capture" depictions of an electronic commerce system 

utilizing customer configurable dynamic categories." Gavarini. col. 1, Sines 47-49. The figure 

is an example screen display depicting the dynamic, user-defined category feature of 
customer application 51 . The screen depicts two categories, 162. 164. along with the 
number of items 1 6(\ ! contained within each respective category. The categories 
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may be either customer-defined, such as the category referenced by 1 64, or merchant 
defined, as is the category referenced by 162. in the preferred implementation, the 
customer application does not distinguish between the merchant-defined category 
162 and the customer-defined category 164 when displaying categories, but. an 
alternative implementation might visually distinguish the two types of categories. 
Both of the category names 1 62, 1 64 are hyperlinks. Clicking on either category will 
produce a screen displaying the items within that category. In addition, the customer 
72 can choose to create a new category using the appropriate button \ 70, delete an 
existing category using the respective button 1 72 or reorder the categories using the 
corresponding button 1.74. Finally, the customer 72 can access the other features of 
the customer application 51 using the navigation bar 1 19. 

Gavarini, col. 9, lines 1 4-33. The Figure appears on the next page, it does not disclose or suggest, 

inter alia,, presenting to the iLser a list of items required for a project specified by the user. 

Applicant respectfully submits that at least for this reason a prima facie case of obviousness has not 

been made, and thai claim 38 is separately patentable over the references. 
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H. Enablement Rejection of Dependent Claim 21 

1 his claim w ds uKo rejected uudu o 1 S ( H j 2 fust patagiaph, as lading to cotnpK v\ uh 
the enablement tequnemem in pamafat, the ! ma! Office Aaion as«,etted that 1 j]he specification 
fads to enable a phirahu ot dtsttntt data soukcs searchable through a website ' 

I he application descrmes "eonducUng commercial tiansaaions o\ er the Internet w hueb\ a 

shopper can »mm!Unc<">UNi\ sva.it h lot a pkuahtx ol items on a pkuaitu ofwcbsUcs m a single 

seaKh " Specification page 2 Suks 6-8 f emphasis added) ! he application also teaches that 

1 he s\ stem and method oi the piesait tmenium ss implemented b\ softwatc 
1 he software is used m conjunction with a website that the shoppei would \ isst to 
shop lot items to be pur chafed. I. he sotu\ ai c presents a sei oi on-screen pi ompts 
in response to which the shopper specifies the Hems to be searched and specifics 
intbrcnation/preferences and/or answers questions regarding the items so that a 
search can be conducted for such items. The software causes a„seareh jo..b^ 
conducted on wehsiies specified by the shopper and/or on a selectively alterably set 
of default websites specified in the software. 

Specification, page 3, lines 10-17 (emphasis added). Furthermore, references to websites to be 

searched appear throughout the specification. 

The Office "has the initial burden to establish a reasonable basis to question the enablement 

provided for the claimed invention. " MFEP § 2 1 64.04 {citing In re Wright, 999 l\2d i 557, i 562, 27 

U.S.P.Q.2d 1510, 1513 (Fed. Cir. 4 "pji is incumbent upon the Patent Office, whenever a 

rejection on this basis j enablement] is made, to explain why it doubts the truth or accuracy of any 

statement in a supporting disclosure and to back up assertions of its own with acceptable evidence or 

reasoning which is inconsistent with the contested statement. Otherwise, there would be no need for 

the applicant to go to the trouble and expense of supporting his presumptively accurate disclosure ,% 

MPO> $ 2164.04 (quoting In re Marzocch/. 439 F.2d 220, 224, \(>9 U.S.P.Q. 367, 370 (CCPA 
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!*■)?!)!. Here, the Final Office Action made a bare assertion thai the claim is not enabled. T he Final 
Office Action in this case does not contain even of shred of evidence, analysis, reasoning, or 
explanation in support of the enablement rejection. 

At least for the above reasons Applicant respectfully submits that a prima facie case of lack 
of enablement of claim 2 1 lias not been made, and the claim meets the enablement requirement of 
section 112, first paragraph, 

I. Rejection'* of Remaining Dependent ( laiim 

Dependent claims nut speeificaih addressed in the above aiguments should be patentable at 
least ilu the ieasuns disused in tehmon to then respeetne base ckum-. and mtcncutng claims, il 

any. 
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CONCLUSION 

l\n the foregoing reason-*, Applicant- \ppelkmt respect fulls submits thdt all pending ciaim- 
inv patentable and requests ivxersai of the rejections. 

Respect fii I ly submitieci. 

Paled: March 20, 2008 Aruuolv S. Weiser/ 



Anatoly S. Weiser. Esq.. Reg. No. 43.229 
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CLAIMS APPENDIX 

The following is a listing of claims involved in this Appeal. 

1 8. A method for conducting on-line commerce, comprising the steps of. 

providing a software -based interface configured to enable a user to selectively designate a 
plurality of different items to be purchased in a single search, wherein the software-bused interface 
enables the user to selectively designate the plurality of different items without searching for each 
different item of the plurality of different items one item at a time; 

receiving from the user selective designations of the plurality of different items designated by 
the user through the interlace; 

searching, during the single search, for all of said plurality of di fferent items on a plurality of 
data sources; 

diNplaung information found duiiny the single search regatdmg ^aid piuraistv of dilierent 
items; and 

puuhasing on-line all oi some ot caul pltiralitx of dsfierem items 

19. The method according to Claim 18, wherein at. least one of the plurality of data sources is a 

website. 



20. The method according to Claim 18, wherein at least one of the plurality of data sources is a 
database. 
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2 S 1 he mesUod avoiding to ( lasm i K w heian 

the soisv aie-based mui lace is j milter configured to enable the nsct to seleem eh specif) at 
least one of the pluralH> of data ounces to be searched, said at least one of the plusahu of data 
sources is searchable through a first website, another data source of the piuraht\ of data sources is 
searchable through a second website, and the first website is different fiom the second website 

22. The method according to Claim 1 8, wherein at least one of the plurality of data sources is a 
default data source specified by the user. 

23. The method according to Claim 1 8, wherein the step of displaying information includes the 

step of: 

displaying search results of the single search on a display device for viewing by the user, the 

search results providing information regarding all of said plurality of different items searched. 

24. 1 he method according tot laim 23. wheicm it a particular one of the phirahty of data sources 
that was searched doe* nut base a paiucuiai one o! the plurahis of diffetent Hems available ioi sale 
that particular dam source indicates if am of the other plurality of data sources searched has the item 

available for sale. 



25. The method according to Claim 23, wherein the step of displaying search results includes the 
step of 
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displaying m a plurality of lists ihe information (bund during the single search, each one of 
ihe plurality of lists displaying search results from a different, one of the plurality of data sources 
searched. 

2<\ I he method according to Clam? 25. wherein the otep of purchasing includes 

prosidmg a software-based interlace configured to enable the user to place one order for 
purchasing all ot sonic of said plurality of dtffeient items 

27. The met hud according to Claim 18. wherein the software-based interlace is further 
configured to enable the user to speedy display criteria w hereby ihe information found in the search 
is displayed according to the display criteria specified by the user. 

28. "I he method according to Claim IH. wherein the step of searching comprises the step of: 
searching certain data sources of the plurality of data sources in a prioritized order specified 

by the user. 

29. The method according to Claim 18, further comprising the steps of: 
displaying a list of preferred data sources on a display device; 
prompting the user to edit the list of preferred data source^: 

receiving from the user input provided in response to the step of prompting; and 
editing the list of preferred data sources in accordance with the input provided by the user in 
response to the step of prompting to determine the plurality of data sources; 
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wherein the steps of displaying the list of preferred data sources, prompting, receiving, and 
editing are performed before the step of searching 

30. The method according to Claim 18, wherein the plurality of different items comprises a 
shopping list. 

3 1 . The method according so Claim 1 8, further comprising the step of: 

prompting the user to exclude at least one item from the plurality of different items before the 
step of searching. 

32 1 he method according to i hum I s. w herein the plurality of different items includes different 
types of items 

33. The method according to Claim i 8, wherein the step of purchasing includes the step of: 
placing a single order for all of the plurality of different items to be purchased, at 

corresponding data sources, selected and approved by the user. 

34. A method for conducting on-line commerce, comprising the steps of: 

enabling a shopper to selectively designate a shopping list comprised of a plurality of 
different items, to he found in a single search, wherein the step of enabling is performed so as to 
enable the shopper to avoid searching for each different item of the plurality of different items one 
i tem at a time; 
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searching, during the single search, for each one of the plurality of different hems in said 
shopping list on a plurality of data sources; 

displaying information regarding said plurality of different items found during the single 
search; and 

simultaneously purchasing on-line all or some of said plurality of different items in said 
shopping list, 

>s I he method aecoidsug to Claim 34, jtiilhef comprising the *teps of 
dispkning to the chopper a h*! of data source* to he ^eanJied. 
prompting die chopper to edit the (km ol daia somccs. 

m response to die step of prompting, reteiv mg from the shopper mpin for editing the list of 
data sources; 

belore the step of searching, editing the list of data souiees m accordance v uh the input to 
create a spec died data souaes list, the specified data sources Sm comprising at least ojiv iveoui lor 
each data source of the nlurahts of data sources 

>o I he method aecoidsug to ('hum 34, w hetetn the ptuehasing step mt_ hides the step ol 

placing a single uiecr for ah Hems on die shopping list, ai a conesponding data source 
selected and appuacd hs the iiset 



37. The method according to Claim 34, wherein if a particular one of the plurality of data sources 
that was searched does not have a particular one of the plurality of items available for sale, that 
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particular data source indicates if any of the other plurality of data sources has the item available tor 

sale. 

38. The method according to Claim 18, wherein the software-based interface is further 
configured to; 

present" to the user a list of items required for a project specified by the user; and 

allow the user to edit the list of items, thereby obtaining a list of the plurality of different 

items. 
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FA [PENCE APPENDIX 

\'o cudenee h^s been submitted pursuant to V V I R ^ I l.>0 1 Mi, at \ I >2 \o 
ewdenee has been entered m the record b\ tbe i \ammer and iebed upon b> Appellant m tin- 
Appeal. 
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Applicant- Appellant and the undersigned legal representative do not know of any other 
appeal, interference, or judicial proceeding thai us related to, directly affects, is directly affected by, 
or has a bearing on the decision of the Board of Patent Appeals and Interferences tn this Appeal. 
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